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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) fileci on 25 September 2007 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) KI Claim(s) 1-9.11 and 13-22 is/are pending in the application. 
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5) D Claim{s) is/are allowed. 

6) S Claim(s) 1-8.11,13-17 and 20-22 is/are rejected. 
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8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because part of the disclosure is illegible: line 4 on 
almost every page is illegible because of the transverse white mark. Appropriate 
correction is required. 

Election/Restrictions 

2. Applicant's election with traverse of claims 1, 6, 8, 9, 11, 13, 15, 18, 19, 21 and 
22 in the reply filed on September 25, 2007 is acknowledged. The traversal is on the 
ground(s) that all claims should be allowable if claim 1 is found allowable. 

This is found persuasive with the exception of claims 9,18 and 19 for reasons set forth 
below. 

3. Claims 9, 18 and 19 do not share the special feature of a layer comprising metal 
and SiOz as required in other claims. Rather claims 9, 18 and 19 recite two separate 
layers comprising a metal layer and a SiOz layer in a structure. This feature of claims 9, 
18 and 19 is not inventive as admitted by Applicant on page 1 , lines 14-16 of the 
present specification. Here, Applicant admits that metal flakes of SiOy next to a metal 
layer, wherein y= 1 to 2 and metal=aluminum, have been disclosed in WOOO/34395, 
WOOO/69975 and WO02/31058. 

4. Accordingly, claims 9, 18 and 1 9 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected invention. 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-7, 11, 13-17, 20 and 22 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claim 2, "(B)" is unclear. It is suggested that claim is amended to identify (B) 
as "layer (B)". 

In claim 4, "high" in "high Index of refraction" renders the claim indefinite because 
"high" is a relative term. The term "high" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. 

In claim 5, it is unclear whether the specific material "Ti02" followed a broader 
limitation "high index of refraction" is part of the claim scope. A broad. limitation together 
with a narrow limitation that falls within the broad limitation (in the same claim) is 
considered indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. See MPEP § 2173.05(c). Note the explanation 
given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031 , 2033 (Bd. Pat. App. & Inter. 1989)^ as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render 
a claim Indefinite by raising a question or doubt as to whether the feature introduced by 
such language is (a) merely exemplary of the remainder of the claim, and therefore not 
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required, or (b) a required feature of the claims. Note also, for example, the decisions 
of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. 
App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). 

Further, In claim 5, it is suggested that "B" be changed to "layer (B)" for clarity. 
Also "high" is a relative term and renders the claim indefinite (see reasons set forth in 
the rejection to claim 4 above). 

Other claims are deemed indefinite In view of their dependency upon claim 1. 

Claim Rejections • 35 USC § 102/103 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

8. The following is a quotation of 35 U.S.C. 1 03(a) which fonns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

9. Claims 1-8, 11, 13-17, and 20-22 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over '098 
Coulter et al. (US 6,586,098). 
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Claim 1 : '098 Coulter teaches a pigment comprising a central layer (i.e. layer B) located 
between a reflector layer (layer A) and a protective layer (layer C). See '098 Coulter, 
col. 6, lines 20-27 and 43-49. The central layer consists of silicon monoxide or silicon 
dioxide (col. 7, lines 29-32) and metal (col. 7, lines 44-54). Thus, the central layer 
comprises the same materials as the claimed layer (B); that is SiOz and metal, when z 
=1 (silicon monoxide) and z=2 (silicon dioxide). With regard to the calcination of the 
layer, the claims are product-by-process claims, thus the determination of patentability 
is based on the product itself. "[E]ven though product-by-process claims are limited by 
and defined by the process, detemnination of patentability is based on the product itself 
The patentability of a product does not depend on its method of production. If the 
product in the product by process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe 777 F.2d 695, 698. 227 USPQ 964,966 (Fed Cir. 1985) 
and MPEP 2113. In the alternative, it would have been obvious to select silicon 
monoxide or silicon dioxide for the central layer because '098 Coulter teaches that 
silicon monoxide and silicon dioxide are suitable as materials in the central layer of the 
pigment. One of ordinary skill in the art would expect that silicon oxide would perform 
as well as other materials that are described as suitable as material for the central layer 
of the pigment taught by '098 Coulter. 

Claim 2: '098 Coulter teaches a pigment comprising a central layer located between a 
reflector layer and a protective layer. See '098 Coulter, col. 6, lines 20-27 and 43-49. 
The central layer comprises metal and SiOz as discussed in the rejection of claim 1 . 
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The protective layer comprises the same material as the central layer (col. 8, lines 40- 
42) which includes silicon monoxide or silicon dioxide (col. 7, lines 29-32). Thus the 
protective layer is equivalent to the claimed layer (C) when z=1 (silicon monoxide) or 
z=2 (silicon dioxide). 

Claim 3: The protective layers are surrounded the central layer (col. 6, lines 42-49) and 
comprises the same material as the central layer (col. 8, lines 40-42) which includes 
silicon monoxide or silicon dioxide (col. 7, lines 29-32). Thus the protective layers are 
equivalent to the claimed layers (CI) and (C2) when z=1 (silicon monoxide) or when 
z=2 (silicon dioxide). 

Claim 4: A high refractive index (Rl) layer is disclosed on col. 12, lines 35-38. 

Claim 5: See rejection to claims 1-4 above. Ti02 as the material for the high Rl layer is 

taught on col. 12, lines 35-40. 

Claim 6: Suitable metals in the reflector layer (A) and/or central layer (B) of the pigment 
include Ag, Al, Cu, Cr, Ni, Ti. See col. 8, lines 5-15. 

Claim 7: '098 Coulter teaches a pigment comprising a central layer located between a 
reflector layer and a protective layer. See '098 Coulter, col. 6, lines 20-27 and 43-49. 
The central layer comprises metal and SiOz as discussed in the rejection of claim 1. 
The protective layer comprises the same material as the central layer (col. 8, lines 40- 
42) which includes silicon monoxide or silicon dioxide (col. 7, lines 29-32). Thus the 
protective layer is equivalent to the claimed layer (C) when z=1 (silicon monoxide) or 
z=2 (silicon dioxide). The protective layers are surrounded the central layer (col. 6, lines 
42-49) and comprises the same material as the central layer (col. 8, lines 40-42) which 



Application/Control Number: 1 0/531 .483 Page 7 

Art Unit: 1794 

includes silicon monoxide or silicon dioxide (col. 7, lines 29-32). Thus tlie protective 
layers are equivalent to the claimed layers (CI) and (C2) when z=1 (silicon monoxide) 
or when z=2 (silicon dioxide). An additional high refractive index (Rl) layer is disclosed 
at col. 12, lines 35-38, and Ti02 as the material for the high Rl layer is taught at col. 12, 
lines 35-40. The reflector layer (A) is fomied on the plane-parallel surfaces of the 
central layer, but not on the sides (col. 6, lines 61-64). The high reflective index layer is 
applied to the whole surface, i.e. "substantially surround or encapsulate", (col. 12, lines 
33-37). See also Figures IB, 1C and 2B. 

Claim 8: '098 Coulter teaches a pigment comprising a central layer (B) located between 
a reflector layer (A). See '098 Coulter, col. 6, lines 20-27 and 43-49. The central layer 
consists of silicon monoxide or silicon dioxide (col. 7, lines 29-32) and metal (col. 7, 
lines 44-54). Thus, the central layer comprises the same materials as the claimed layer 
(B); that is SiOz and metal, when z =1 (silicon monoxide) and z=2 (silicon dioxide). The 
reflector layer (A) comprises metal (col. 8, lines 5-15). With regard to the calcination of 
the layer, the claims are product-by-process claims, thus the determination of 
patentability is based on the product itself. "[EJven though product-by-process claims 
are limited by and defined by the process, determination of patentability is based on the 
product itself The patentability of a product does not depend on its method of 
production. If the product in the product by process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process. " In re Thorpe 777 F.2d 695, 698, 227 USPQ 964,966 
(Fed Cir. 1985) and MPEP 2113. 
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Claim 1 1 : See col. 1 6, lines 25-28. 

Claims 13 and 14; See rejection to claims 1 and 2. 

Claims 15 and 16: See rejections to claims 1-3. An additional high refractive index (Rl) 
layer is disclosed on col. 12, lines 35-38. 1102, carbon, and silicon carbide as suitable 
materials for the high Rl layer are taught on col. 12, lines 35-49. 
Claim 17: See rejection to claim 5. 
Claims 20-22: See col. 16, lines 25-28. 

1 0. Other references are cited as art of interest. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to H. T. Le whose telephone number is 571-272-151 1. 
The examiner can normally be reached on 10:00 a.m. to 6:30 p.m., Mondays to Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

M.TJiiLe/ 

H. (Holly) T. Le 
Primary Examiner 
Art Unit 1794 



October 25, 2007 



